The Applicsttts h&vt ammded Glapi 24 to r^ite that there are three separate phases, 
Tliere is mow m attstenite pliase M a volume fraction between 2.6% iiCi 30%, a feirlte phase at a 
voliuiie fi-action between 10% aiid 60% and; a marteusite |fhase as the feaiance of tlie voiUiBe 
fira0!:i6ri of l^e phases, Support may he fomd thrdugkout the Applicants' speGiicatian, such as 
m paragr^h [0052] vv^iereiu martejisite is mdisated as feeing the primaiy phase:. This is 
©otifiraied in the Apfplicaftts' BxatapI^S as reflected in Tahles 2j 3 and 5, for example, wherein a 
Gpagjositioii {K3i4is|>risin| inartensites femte and austeaite is shown; vtfith the various yolnaie 
percentages all total{f}g l,:SO%s Thas* since the Applicants haw specified that the amtenite phase 
is Between 2.6 30% md the femte phase is between. lO and 60%, the laaitensite pMse 
comprises the balance of the voitime fraction. Entry into the ofliGial file is lespectfnlly 
rec|Hested. 

Tlie ^plieants note with appyeciation the willidfawai of the objeGtion to Claim 24 aud 
the rejeetien undier §112, secojidparagr^h. 

The Applicants acknowiedge that the provisioiml rejection based on non-statiuory 
ob^iibijsnes^^i^e dois:ble patenttiig has been: tnaintained. 'liie AppliCMtis agaih re^^est that 
fUither treatineiit of tliis rejection be held in abeyance. 

Claims 24 - 34 remain rejected tmder 35 XJBC §103: over JP '609. The Applicants note 
with appreciation the Examiiier's addiiional commertts in support of feC: rejeetion. The 
Applicants respectfully submit, howeverj that JP '009 siinpiy eaimdt be the basis for a injection 
luider §103. Reasons are set forth below. 
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As fiptel al50¥e, the AppEcaaits' steisl comprises tiuee piiases, aajjiely m amtenite phase 
at a volume fraction betweeii 2.6 and 30%, a femte fkam at a voiujue fractioa between 10 and 
60% aad a Eaarte^nsite pM^ ^ the MaBee cff ifce volimie ftaotfen> The A|>pKcajt3 ts tespectSiil;^ 
submit that this is shsaply dii?erent #Qm the IP '009 steek. This is because JP '009 has a 
eoffipietety differeint Gbjectivfe, Iti that regard, JP '009 seeks to ma^simize the streixi^h of tie 
maiteiiptic stainless $t^el aiid seeks to povieie a dual-phase steei with a m^xiiniini aiiioipt of 
ittajIMisife md a itniniiMi aMQUfit srfiretaiaed aMmt^ This is; dlsciissfedi lii |j^ap^ [OQJQj of 
JP '009 which refers to at retailed aiistenite artioimt of 10% or less in the Mgh-Streii^ 
maiteusitie stainless ^teel. This is repeated is the last senteuee of paragraph [0025] m IP '009 
which is line 1 of fage 7 of the English transiatlon of JF '009, Moreovef, j5iffa|]^ph [0026] 
reeites that the steel pipe a tempered m^eHsitie stmeture which eoBtairts retained aastmite 
iii an amoiint Of l O^ Or less, Also^ the anjoitnt of retailed: aastesi^fe; is taught as being niijiimized 
beemise it is dijpciill: for the phaiSes to be stable and to seciae high tensiie strengths. 

The Ap|>iicahti5 pfoceeded ih a cOmpietely iMffereiit dli^tioii and do iiot seek to have 
steels with such a Mgh voluxne fraction of ffiartensitc. kistsad, the Applicajits seek a steel that 
has a halMee of aiistenite, femte and miartensitei As a cotiSeqUMcej, the Applioahts' irmdmJm 
amount of martensite, based on tlie austenite and fenite phase limitations, is 87.4%. This is 
Gohfirmed as noted above in vaciotis of the Applic^ts* tahies, siieli as Table 2 wheteiil the 
amoimt of martensite ranges between 34>5% and 75 j%. 

This is sliarpiy contrasted to ^e steels of JP '009 which have far, far Mp.er #ahttties of 
marteasite which is hi aeeordance with tiie objective of JP '009. TJiis objective is factually 
deMonstrated in the '009 table whemti there is a column for the mxomt of austenite which 
has austenite contents between 1,4% aad; 9.7% in the IP '009 in>'«ntive steels (steel Nos. 1 - 10 
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m4 17 - 20). thm, the adj acent coiuiim speciies flie^^ Gf the steel so thM it can be s^ea 

that the amount of martesisite m steel Mos. 1-10 k 97.2, 97.9, 96.2, 98. 1, 95. 1, 903, 97.3, 98.6, 
94.1 and 97,5, m^mimly. Hhm, ia steel lSR>s. 17- 20 th& mamt of mailensite Is 963, 96.4, 
97-3 and 97.9, respectively. Tkis iaamiBt of m?trtensite M exceeds fee attJotmt of maitensite 
claimed by tlie Applicasts, liiiat is because JP '009 intends l& mmnmm the asBomit of 
martepsite, wliile the Appile3p|iS' afejeGtiye is tQ reduce the amoiuiit of marteasjie so tlist there is 
mi mudwit of atisS^iiite and: feirite present to achieve fee goals of fearing superior 
Gprfosipn re$istanee,^^^p^^ strength aiid the lilce. 

The Applicants respectfully submit that, contrary to the rej'eotioB^ they have suppilied 
iaets Oil the i^eord that denicmstijaie materiai diffecenees bdrweers the staiiiless steels of JF '009 
md fee Applicaiits' staiiiless steels* The rejectioii notes that fee sc<>pe of JP '009 is not limited 
to the spedfle eiiisoditaeisfcs. The A^Ecasi^ agree. Howeverji Ijie ispesiafie etnbodiiJients provide 
guidaiice to those skilled is the art as to whal; would reasonably be expected. Mofeoyer, the 
rejectioii al^ iefei^ to aa "absehee of evidence" on the record. Hie Apfulicaiits iespeGtMly 
siibmit that feere is plenty of evidence on the record. The rejection speculates that because of 
'^itnilSf ' eompositiion:^ and "siasilM** iaefeodSj the stainless steels; would be expected to be fee 
Sanie, The Appiicnts have factually demonstrated by reference to the prior art and to theit own: 
speciScsios thai thefe are sigiiifieaat, mateftai diffe^^ between the stainless steels. 

As a consequenoe> when one consnlts. MPEP 21 12, as suggested in the rejection, it can be 
seen feiat the nt^ireniient for "isxiitected'* ehsEraetensticsSj i.e.^ ihfeeM ch^astsfi^es, fee standisd 
ibr estabiishing such expected cbgraeteristies or inherent charaeteiistics is Quite liigh. When 
applying feat standaid, it can be seen fea:t fee rejeetion is based on speculation as a result of 
''similar" compositions arsd "sitnilar" niethodoiogy. Oil the pfeer hasid, fee Applicants have 



prpvidfd fsctaal evidence m fte record of the actMal differences teetwem the steels of Ji* '009 
and the Applicants' steels. Tbe Applicants respeetfuliy submit that factual: evidence on the 
recG«4 tram|jg ^eeaMoti and when MFEP 21 12 is ^pled, it can he seen tfeat IF *W9 sitnply & 
isappHcable under §103, 

However, there are additional jJiiportaiit difference. When sqtiatioa (2| iri tfce 
Applicants' Claim 24 and equation (1) in: Oaira I of JP '009 are compared, although tiiere are 
soriie idilferences in their eoeiHcients, they are almost tM sasn& Tfeat is to say, sccoriiirig to 
eqjjalion (2) in Claim 24 j thp coef^eient of G is 43.5, Mn is as liigh as 0.4i, N Is as low as % 
wlieteas Cn is 0.3 Which is not disclosM in JF '015 and^ therefore, tlie values eaicidated By 
sanation (J2) in Claim 24 meyistbly are lower tiian the values cakulated by Claim 
1 of IF *009. Is the altaehMeorfif arison tabievA* of S^^^ Table i of Jl '009 is 11.52, 

whrnQSLt the value caledlated by usit% eqisation (2) in Claim 24 is 1 1 Ml — * whicb is rather 

Therefore j etpatife (2) in Claim; 24 and tlie left meniber of eqiMibn (I) in Clainl 1 
of JP '009 can be regarded as substantially tlie same. That Is to say, JP '009 employs component 
equation (1) for llie purijose of secniing high ststngth and toiwghriesSv to prsveait generation of 
ferrile according to equation (i) in JP '009, tiie maximum value is iiniited to 10 in equation (1). 
Bqilatibn (1) wiis deveiopM tsijder the fimdamaiital prGposition Sat; a vaiiie is set to be not more 
than a certain atnoimt (herein, 10)> wherein the value is obtaiiied fmm a calculation consisting of 
ferritfe fenirtg ed^tnents |;Cr, Mb and Si) miiiM atistesiite ibrmliig ekments 0,M^ Ni and Mji), 
whereby the qqmponeats of the steel ai^ cofitrQlied to be in a r^ge with which the ferrite is able 
to be prevented from forming. In fact, of the BxampIeSj feriite is inciiided In Steel Kos. K, Hmi^ 
F, wliich are outside the range specified by eqaation (1| of JP '009 as show In I'able 2 of JP 
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'009. *rhe stmctia:e of &e Applfcatits' steel whej^m the val«e equatiqii (1) is 10 or less, is 
composed of tempered marteiisite aad austemte, as sfeown m Table 2. In otlier words, seeing thai 
lbs sfee! satisfies eqaation (1) of JP '009^ the istoicture of &e steel is tempered n^aistensite and 
attstenite and dierein bo ferrite is mcluded. 

On tfee oliier hsM, dlmtft 24 recates an equ^oa vi^iich is similar to eqiiaticm C2) of IP 
'009 (becaase vaiaes are Gbtaiaed by experimentSj CGefBeieiits slightly vary as the basie 
component range chsftgeiSj howeve^^ ate jftsMainefetally tk^ same), sijd the iiiiiiimWm 

valae ^leregHj i 1,5) is speci:fiecl so tfcat femte of a fixed amcmtit beesases peeipitated^ In other 
words, eiquation P) of Cimm 24 speclles a v^lne wherein the value is Obtiaked ftom a 
ealculation consisting of ferrite forming eiements (Gr, Mo and Si) niiaiis aiiisteiiite fprtiiifig 
elerfieiits (C^ Ni and Mn) to tliereby contitjl the eoitip(5aent of steel to be at least i certain 
Miotttit (herein, 1 L5). TIais is an: opposite approaGh &om the approach of IP '009. Becaipe 
ferrite is positively recited in G}ajin 24i the composition is limited so thkt at least a Mxed amount 
of femte is pii^eipitated without fail. 

This is set forth in tiie Applicants' specification in paragraph [0020], wherein if the value 
of IMt sMe member of i«siitMio^ in Claim 24 is less thati 11 j, precipiiatlQtt of the^ ;^^ 
baeoiaes insufficieat and hot-workability is. isisiif&ient, whereby manufacturing, the seamless 
steel pipe becomes diffecult . 

From the foregoing, it is understood tot tlie l eft side member of etiuation (2) in Claim 24 
is pt^^bed as ll.S or more Whereas the leftside member of equation (1) ofGlaini: 1 Of .11* '000 
is prescribed as 10 or less. As a result, the raqges of the: equations specified therein are 
completely opposite . 
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FiJrtlier, fomsSioii of ferrite is su.|5pressed iii JF ^QQ9 md m is set foith m eolumn 5 of 
page 4 ill paragrapli [0018] pertaimng lo an explaixstion on iie reason tor tlie addition of Mo, the 
hmMxm of ferrite is prewrted ©a %t feasis of coftMRon Mowl^dg© timt fomiatloji of S ferrite 
exerts a limiiM influeace. Out of fee inventive exaBipies of J"P '009, my of Sleei K, H and 
wkerein hmt& is fonned, in Tabfe 1 does not satisfy to requited feattlre and tlie objoet of IP 
'009 was devised witb the tbongbt of $ij§f?ressing lomiatiGii of ferrite on an extension of 

Tlierefonsj steeis wkieh satisfy the ipquatioij of TP *009 io mi satisfy the equatiGii of 
Claim 24. Frota the foregoing, tlie M^ls recited in Claim 24 ^ad thos^ in JP '009 are eompletely 
dilfbreilit, WlfedMwal of tfee rejej^ion is respectfiilty r«<|tiest#. 

In light of the foregoing, the AppHcaats resjjeetfiiliy submit that the entire applicatiaa is 
iio* in conditioa i^r i^Jow white^ is respectfully requested, 

Respectfiiily submiitedj 




T. Daniel Christenbury 
Reg, Mx. 31,750 
Attorney for Applieants 
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